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DETAILED ACTION 

Per Applicant 's Request for Continued Examination : 

Claim 61 has been amended. Claims 41-44 have been cancelled. 
Claims 65-70 are new. 

Claims 1-40 and 45-70 are pending . 



Continued Examination Under 3 7 CFR LI 14 
1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/3/2005 has been entered. 



Response to Arguments 
2. Applicant's arguments with respect to claims 1 have been considered but are moot 
in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC §103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-40 and 45-70 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Donovan (US 2004/0193722) in view of van Hoffet al (US 5,761,421). 

a. Per claims 1, 29, and 31, Donovan teaches a method, apparatus, and 
computer program, stored on a computer readable medium for transferring a file from a 
first client associated with a first subscriber to a communications system to a second 
client associated with a second subscriber to the communications system, the method 
comprising: 

• connecting the first client to a communications system host (paragraphs 
0019-0025); 

• sending, through the communications system host, a request to the second 
client to establish a direct connection to the second client (paragraph 
0034); 

• if a user of the second client accepts the request, establishing a direct 
connection to the second client that bypasses the communications system 
host (paragraphs 0034-0036; user of the second client accepts the request 
and a direct connection is subsequently established between the first and 
second client); and 

• transferring a file over the direct connection (paragraph 0037). 

Although Donovan does teach a first client sending a connection request 
to the second client via the instant messaging system (paragraph 0034); Donovan fails to 
explicitly state that the request is to establish direct connection to the second client. 
However, van Hoff et al teach a first computer requesting peer-to-peer communication 
connection with the second client, wherein the second client is able to accept or reject the 
request (col.l lines 55-67). 
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It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Donovan with van Hoff et al for the 
purpose of allowing clients to specifically request peer-to-peer or direct connections with 
other clients. Peer-to-peer connections cause the client devices to be more vulnerable 
without an intermediary host or server to relay the transmitted data, therefore it would be 
obvious to allow users to determine and discern between whom has direct connectivity 
with their devices. 

b. Per claims 14, 30, and 36, Donovan teaches a method, apparatus, and a 
computer program, stored on a computer readable medium for transferring a file from a 
first client associated with a first subscriber to a communications system to a second 
client associated with a second subscriber to the communications system, the method 
comprising: 

• connecting the second client to a communications system host (paragraphs 
0019-0025); 

• receiving, through the communications system host, a request from the 
first client to establish a direct connection (paragraph 0034); 

• enable a user to accept the request from the first client (paragraphs 0034- 
0036; user of the second client accepts the request and a direct connection 
is subsequently established between the first and second client); 

• establishing a direct connection to the first client that bypasses the 
communications system host (paragraphs 0036, 0037); and 

• receiving a file over the direct connection (paragraph 0037). 

Although Donovan does teach a first client sending a connection request 
to the second client via the instant messaging system (paragraph 0034); Donovan fails to 
explicitly state that the request is to establish direct connection to the second client. 
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However, van Hoff et al teach a first computer requesting peer-to-peer communication 
connection with the second client, wherein the second client is able to accept or reject the 
request (col.l lines 55-67). 

It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Donovan with van Hoff et al for the 
purpose of allowing clients to specifically request peer-to-peer or direct connections with 
other clients. Peer-to-peer connections cause the client devices to be more vulnerable 
without an intermediary host or server to relay the transmitted data, therefore it would be 
obvious to allow users to determine and discern between whom has direct connectivity 
with their devices. 

c. Per claim 45, Donovan teaches a user interface configured to enable to 
acceptance or rejection of a file transfer from a first client associated with a first 
subscriber to a communications system to a second client associated with a second 
subscriber to the communications system, the user interface comprising: 

• a first graphical user interface element structured and arranged to notify an 
operator of the second client of a request by the first client to establish a 
direct connection to the second client, the request being communicated to 
the second client by a communications system host and the direct 
connection bypassing the communications system host (paragraphs 0034- 
0036); and 

• a second graphical user interface element structured and arranged to 
enable an operator of the second client to authorize the establishment of 
the direct connection and a file transfer over the direct connection 
(paragraphs 0034-0037). 

Although Donovan does teach a first client sending a connection request 
to the second client via the instant messaging system (paragraph 0034); Donovan fails to 
explicitly state that the request is to establish direct connection to the second client. 
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However, van Hoff et al teach a first computer requesting peer-to-peer communication 
connection with the second computer, wherein the second computer is able to accept or 
reject the request (col.l lines 55-67). 

It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Donovan with van Hoff et al for the 
purpose of allowing clients to specifically request peer-to-peer or direct connections with 
other clients. Peer-to-peer connections cause the client devices to be more vulnerable 
without an intermediary host or server to relay the transmitted data, therefore it would be 
obvious to allow users to determine and discern between whom has direct connectivity 
with their devices. 

d. Per claim 2, Donovan and van Hoff et al teach the method of claim 1 and 
14, Donovan further teaches wherein the request is authenticated by the communications 
system host (paragraphs 0033, 0038, 0039). 

e. Per claims 3 and 16, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the second client accepts the request 
based on indicated preferences of the second subscriber (paragraph 0035). 

f. Per claims 4 and 17, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the direct connection is initiated by the 
second client (paragraphs 0034-0036). 

g. Per claims 5 and 18, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the direct connection to the second 
client is established using an IP address of the second client (paragraphs 0020, 0034). 
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h. Per claims 6 and 19, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches further comprising displaying a graphical user 
interface indicating that a direct connection to the second client is established (paragraphs 
0034, 0037). 

i. Per claims 7 and 20, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the communications system host 
comprises an instant messaging host (paragraphs 0009, 0026, 0027, 0033, 0036). 

j. Per claims 8 and 21, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the file comprises a data file 
(paragraphs 0019, 0037). 

k. Per claims 9 and 22, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the file comprises a text file 
(paragraphs 0019,0037). 

1. Per claims 10 and 23, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the file comprises a graphics file 
(paragraph 0037). 

m. Per claims 11 and 24, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the file comprises an audio file 
(paragraphs 0019, 0037). 

n. Per claims 12 and 25, Donovan and van Hoff et al teach the method of 
claim 1 and 14, Donovan further teaches wherein the file comprises a video file 
(paragraph 0037). 
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o. Per claims 13 and 28, Donovan and van Hoff et al teach the method of 
claim 1 and 14, van Hoff et al further teach wherein the direct connection is a socket 
connection (col.2 lines 49-65; Donovan: paragraphs 0036, 0037). 

p. Per claim 26, Donovan and van Hoff et al teach the method of claim 14, 
Donovan further teaches the method further comprising receiving an indication that the 
first subscriber using the first client is composing a message (paragraphs 0041-0044). 

q. Per claim 27, Donovan and van Hoff et al teach the method of claim 26, 
Donovan further teaches the method further comprising receiving the message composed 
by the first subscriber from the first client (paragraphs 0041-0044). 

r. Per claims 32 and 37, Donovan and van Hoff et al teach the method of 
claim 31 and 36, Donovan further teaches wherein the computer readable medium 
comprises a disc (paragraphs 0009, 0018). 

s. Per claims 33 and 38, Donovan and van Hoff et al teach the method of 
claim 31 and 36, Donovan further teaches wherein the computer readable medium 
comprises a client device (paragraphs 0009, 0018). 

t. Per claims 34 and 39, Donovan and van Hoff et al teach the method of 
claim 31 and 36, Donovan further teaches wherein the computer readable medium 
comprises a host device (paragraphs 0036, 0037). 

u. Per claims 35 and 40, Donovan and van Hoff et al teach the method of 
claim 31 and 36, Donovan further teaches wherein the computer readable medium 
comprises a propagated signal (paragraphs 0009, 0018, 0019). 
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v. Per claim 46, Donovan and van Hojf et al teach the user interface of claim 
45, Donovan further teaches wherein the first graphical user interface element is a dialog 
box (paragraph 0034). 

w. Per claim 47, Donovan and van Hojf et al teach the user interface of claim 
45, Donovan further teaches wherein the second graphical user interface element includes 
a set of sub elements selectable by the recipient to authorize or reject establishment of the 
direct connection (paragraphs 0034, 0035). 

x. Per claim 48, Donovan teaches the user interface of claim 47 wherein the 
sub elements are option buttons (paragraph 0034). 

y. Per claim 49, Donovan teaches the user interface of claim 47 wherein the 
sub elements include a sub element selectable to authorize the direct connection 
(paragraphs 0034, 0035). 

z. Per claim 50, Donovan teaches the user interface of claim 47 wherein the 
sub elements include a sub element selectable to reject the direct connection (paragraph 
0034). 

aa. Per claim 51, Donovan and van Hojf et al teach the user interface of claim 
47, van Hojf et al further teach wherein the sub elements include a sub element selectable 
to ignore the request (col.4 lines 18-21). 

bb. Per claim 52, Donovan and van Hojf et al teach the user interface of claim 
47 wherein the sub elements include a sub element selectable to warn the first client not 
to send future requests for a direct connection to the second client (col.4 lines 18-21). 

cc. Per claims 53, 55, and 57, Donovan and van Hojf et al teach the method 
of claim 1, 29, and 31, Donovan further teaches wherein connecting the first client to a 
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communication system host includes connecting from the first client to the 
communication system host (paragraphs 0019-0025). 

dd. Per claims 54, 56, and 58, Donovan and van Hoff et al teach the method 
of claim 14, 30, and 36, Donovan further teaches wherein connecting the second client to 
a communications system host includes connecting from the second client to the 
communications system host (paragraphs 0019-0025), 

ee. Per claims 59-64, Donovan and van Hoff et al teach the method of claim 
1, 14, 29, 30, 31, and 36, Donovan further teaches the method further comprising 
enabling the user to perceive the request and monitoring a response by the user to the 
request (paragraphs 0034, 0035). 

ff Per claims 65-70, Donovan and van Hoff et al teach the method of claims 
59-64, Donovan further teaches the method further comprising enabling the request to be 
visually presented in a graphical user interface to the user of the second client 
(paragraphs 0034, 0035). 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Ozzie (US 6,640,241), Sun et al (US 6,704,282), Kleinpeter HI et 
al (US 6,907,463), Szlam (US 6,359,892), Bendinelli et al (US 6,631,416). 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristie Shingles whose telephone number is 571-272- 
3888. The examiner can normally be reached on Monday-Friday 8:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on 571-272-3880. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Kristie Shingles 

Examiner 

Art Unit 2141 

kds 




